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DETAILED ACTION 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially 
created doctrine grounded in public policy (a policy reflected in the statute) so as 
to prevent the unjustified or improper timewise extension of the "right to exclude" 
granted by a patent and to prevent possible harassment by multiple assignees. 
See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re 
Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 
(CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may 
be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent is shown to 
be commonly owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may 
sign a terminal disclaimer. A terminal disclaimer signed by the assignee must 
fully comply with 37 CFR 3.73(b). 

Claims 1-10 are provisionally rejected under the judicially created doctrine 
of obviousness-type double patenting as being unpatentable over claims 1-8 of 
copending Application No. 10812040 in view of Wolfgang et al. (WO 98/33380). 

Although the conflicting claims are not identical, they are not patentably 
distinct from each other because they are overlapping in scope. The composition 
of Application No. 10812040 comprises (a) at least one 2-alkyl-4-isothiazolin-3- 
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ones; (b) at least one halopropynyl carbamate; and (c) and at least one sulfur- 
containing s-triazine. 

The composition of 10812040 does not teach at least one pyrithione 
compound. 

Wolfgang et al. teaches a microbicidal composition used in coatings, 
paints, adhesives, etc., comprising 1) 2.0 to 25.0% zinc pyrithione. 2) 2.0 to 
15.0% 2-methyl-4-t-butylamino-6-cyclopropylamino-s-triazine, and 3) up to 10% 
N-octylisothiazolone. Wolfgang et al. also teaches a microbicidal composition 
comprising 1) 2.0 to 25.0% zinc pyrithione and 2) 2.0 to 15.0% 2-methyl-4-t- 
butylamino-6-cyclopropylamino-s-triazine (See page 25, claim 4; page 26, claims 
6 and 8; page 7, lines 1-13; and page 9, lines 34-37; and page 10, lines 1-4, for 
example). Wolfgang et al. also teaches a composition comprising 4.38% 2- 
methylthio-tert-butylamino-6-cyclopropylamino-s-triazine (Irgarol 1051) and 5.0% 
iodopropynyl butylcarbamate (page 11, lines 29-33, for example). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate zinc pyrthione to the composition of 
Application No. 10812040. 

One of ordinary skill in the art would have been motivated to combine zinc 
pyrthione to the composition of Application No. 10812040 because Wolfgang 
teaches several combinations of microbicidal compositions that include zinc 
pyrithione. Therefore, combining zinc pyrthione to the said composition of 
Application No. 10812040 would have been reasonably expected to be effective 
as a microbicide that could be used in paints, adhesives, etc,. Since Wolfgang's 
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combining agents are known to be microbicides which are individually useful for 
the very same purpose, the single composition is considered prima facie obvious. 
See In re Kerkhoven, 626 F.2d 846, 850, 205 USPQ 1069, 1072 (CCPA 1980). 
This is a provisional obviousness-type double patenting rejection. 

Claims 1-10 are provisionally rejected under the judicially created doctrine 
of obviousness-type double patenting as being unpatentable over claims 1-8 of 
copending Application No. 10812127 in view of Wolfgang et al. (WO 98/33380). 

Although the conflicting claims are not identical, they are not patentably 
distinct from each other because they are overlapping in scope. The composition 
of Application No. 10812127 comprises (a) at least one sulfur-containing s- 
triazine; (b) at least one pyrithione compound. The composition of the 
application 10812127 comprises (a) at least one sulfur-containing s-triazine (b) at 
least one pyrithione compound, and (c) at least one additional microbicide 
selected from 2-alkyl-4-isothiazolin-3-ones and halopropynyl carbamates. 

The composition of 10812127 does not teach at least one additional 
microbicid selected from 2-alkyl-4-isothiazolin-3-ones and halopropynyl 
carbamates. 

Wolfgang et al. teaches a microbicidal composition used in coatings, 
paints, adhesives, etc., comprising 1) 2.0 to 25.0% zinc pyrithione. 2) 2.0 to 
15.0% 2-methyl-4-t-butylamino-6-cyclopropylamino-s-triazine, and 3) up to 10% 
N-octylisothiazolone. Wolfgang et al. also teaches a microbicidal composition 
comprising 1) 2.0 to 25.0% zinc pyrithione and 2) 2.0 to 15.0% 2-methyl-4-t- 
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butylamino-6-cyclopropylamino-s-triazine (See page 25, claim 4; page 26, claims 
6 and 8; page 7, lines 1-13; and page 9, lines 34-37; and page 10, lines 1-4, for 
example). Wolfgang et al. also teaches a composition comprising 4.38% 2- 
methylthio-tert-butylamino-6-cyclopropylamino-s-triazine (Irgarol 1051) and 5.0% 
iodopropynyl butylcarbamate (page 11, lines 29-33, for example). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate at least one additional microbicide selected 
from 2-alkyl-4-isothiazolin-3-ones and halopropynyl carbamates to the 
composition of Application No. 10812127. 

One of ordinary skill in the art would have been motivated to combine at 
least one additional microbicide selected from 2-alkyl-4-isothiazolin-3-ones and 
halopropynyl carbamates to the composition of Application No. 10812127 
because Wolfgang teaches a microbicidal composition comprising 1) 2.0 to 
25.0% zinc pyrithione. 2) 2.0 to 15.0% 2-methyl-4-t-butylamino-6- 
cyclopropylamino-s-triazine, and 3) up to 10% N-octylisothiazolone (See page 
25, claim 4; page 26, claims 6 and 8; page 7, lines 1-13; and page 9, lines 34-37; 
and page 10, lines 1-4, for example), and Wolfgang also teaches another 
microbicidal composition comprising 1) 4.38% 2-methylthio-tert-butylamino-6- 
cyclopropylamino-s-triazine (Irgarol 1051) and 2) 5.0% iodopropynyl 
butylcarbamate (page 1 1 , lines 29-33, for example). Therefore combining 5.0% 
iodopropynyl butylcarbamate with 2.0 to 25.0% zinc pyrithione, 2.0 to 15.0% 2- 
methyl-4-t-butylamino-6-cyclopropylamino-s-triazine, and up to 10% N- 
octylisothiazolone would have been reasonably expected to be effective for use 
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in paints, adhesives, etc,. Since Wolfgang's combining agents are known to be 
microbicides, which are individually useful for the very same purpose, the single 
composition is considered prima facie obvious. See In re Kerkhoven, 626 F.2d 
846, 850, 205 USPQ 1069, 1072 (CCPA 1980). This is a provisional 
obviousness-type double patenting rejection. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 

U.S.C. 102 that form the basis for the rejections under this section made in this 

Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

Claims 1-2 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Wolfgang et al. (WO 98/33380). 

Wolfgang et al. teaches a microbicidal composition used in coatings, 
paints, adhesives, etc., comprising 1) 2.0 to 25.0% zinc pyrithione. 2) 2.0 to 
15.0% 2-methyl-4-t-butylamino-6-cyclopropylamino-s-triazine, and 3) up to 10% 
N-octylisothiazolone. Wolfgang et al. also teaches a microbicidal composition 
comprising 1) 2.0 to 25.0% zinc pyrithione and 2) 2.0 to 15.0% 2-methyl-4-t- 
butylamino-6-cyclopropylamino-s-triazine (See page 25, claim 4; page 26, claims 
6 and 8; page 7, lines 1-13; and page 9, lines 34-37; and page 10, lines 1-4, for 
example). Wolfgang et al. also teaches a composition comprising 4.38% 2- 
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methylthio-tert-butylamino-6-cyclopropylamino-s-triazine (Irgarol 1051) and 5.0% 
iodopropynyl butylcarbamate (page 11, lines 29-33, for example). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 3-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Wolfgang et ah (WO 98/33380) as applied to claims 1-2. 

Wolfgang et al. teaches a microbicidal composition used in coatings, 
paints, adhesives, etc., comprising 1) 2.0 to 25.0% zinc pyrithione. 2) 2.0 to 
15.0% 2-methyl-4-t-butylamino-6-cyclopropylamino-s-triazine, and 3) up to 10% 
N-octylisothiazolone. Wolfgang et al. also teaches a microbicidal composition 
comprising 1) 2.0 to 25.0% zinc pyrithione and 2) 2.0 to 15.0% 2-methyl-4-t- 
butylamino-6-cyclopropylamino-s-triazine (See page 25, claim 4; page 26, claims 
6 and 8; page 7, lines 1-13; and page 9, lines 34-37; and page 10, lines 1-4, for 
example). Wolfgang et al. also teaches a composition comprising 4.38% 2- 
methylthio-tert-butylamino-6-cyclopropylamino-s-triazine (Irgarol 1051) and 5.0% 
iodopropynyl butylcarbamate (page 1 1 , lines 29-33, for example). 

Wolfgang et al. (WO 98/33380) does not teach 1) the compositions of 
instant claims 3-10 in which said at least one pyrithione metal salt is present in a 
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total amount from 5% to 20%. 2) the compositions of instant claims 5-6 wherein 
the said at least one substituted or unsubstituted 2-(C 4 -Ci 0 ) alkyl-4-isothiazolin-3- 
one is present in a total amount from 0.2% to 7%; 3) the composition of instant 
claim 7 which comprises at least one sulfur-containing s-triazine, one pyrithione 
compound, and one halopropynyl carbamate; 4) the composition of instant claim 
8 which comprises a sulfur-containing s-triazine, zinc pyrithione, and one 3-iodo- 
2-propynyl carbamate; and 5) the composition of instant claim 9 which comprises 
at least one sulfur-containing s-triazine, one pyrithione metal salt, one 2-alkyl-4- 
isothiazolin-3-one, and at least one halopropynyl carbamate; and 6) the 
composition of claim 10 which comprises at least one 3-iodo-2-propynyl 
carbamate, 2-N-cyclopropyl-4-N-tert-butyl-6-methylthio-1,3,5-triazine-2,4- 
diylamine or 2-N-ethyl-4-N-tert-butyl-6-methylthio-1,3,5-triazine-2,4-diylamine, 2- 
N-octyl-4-isothiazolin-3-one or 4,5-dichloro-2-N-octyl-4-isothiazolin-3-one, and 
zinc pyrithione. 

It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to make a microbicidal composition with the pyrthione 
metal salt present in a total amount from 5 to 20% and the substituted or 
unsubstituted 2-(C 4 -Ci 0 ) alkyl-4-isothiazolin-3-one present in a total amount from 
0.2% to 7%. It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to combine 5.0% iodopropynyl butylcarbamate with 
2.0 to 25.0% zinc pyrithione and 2.0 to 15.0% 2-methyl-4-t-butylamino-6- 
cyclopropylamino-s-triazine. It would also have been obvious to one of ordinary 
skill in the art at the time the invention was made to combine 5.0% iodopropynyl 
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butylcarbamate with 2.0 to 25.0% zinc pyrithione, 2.0 to 15.0% 2-methyl-4-t- 
butylamino-6-cyclopropylamino-s-triazine, and up to 10% N-octylisothiazolone 
(See page 25, claim 4; page 26, claims 6 and 8; page 7, lines 1-13; and page 9, 
lines 34-37; and page 10, lines 1-4, for example). 

One of ordinary skill in the art would have been motivated to make a 
microbicidal composition for paints and adhesives, etc., with the pyrthione metal 
salt present in a total amount from 5 to 20% and the substituted or unsubstituted 
2-(C 4 -Ci 0 ) alkyl-4-isothiazolin-3-one present in a total amount from 0.2% to 7% 
because Wolfgang's microbicidal composition used for paints, adhesives, etc. 
incorporates 2.0 to 25.0% of zinc pyrithione and up 10% N-octylisothiazolone, 
which encompasses the percentages of the instant claims. Therefore, 
Wolfgang's composition in the claimed percentages would have been reasonably 
expected to be effective for use in paints, adhesives, etc, since the percentages 
of Wolfgang's compostion encompass the percentages of the instant claims. 

One of ordinary skill in the art would have been motivated to combine 
5.0% iodopropynyl butylcarbamate with 2.0 to 25.0% zinc pyrithione and 2.0% to 
15.0% 2-methyl-4-t-butylamino-6-cyclopropylamino-s-triazine because Wolfgang 
teaches a microbicidal composition comprising 1) 2.0 to 25.0% zinc pyrithione 
and 2) 2.0 to 1 5.0% 2-methyl-4-t-butylamino-6-cyclopropylamino-s-triazine (See 
page 25, claim 4; page 26, claims 6 and 8; page 7, lines 1-13; and page 9, lines 
34-37; and page 10, lines 1-4, for example) and Wolfgang also teaches another 
composition comprising 1) 4.38% 2-methylthio-tert-butylamino-6- 
cyclopropylamino-s-triazine (Irgarol 1051) and 2) 5.0% iodopropynyl 
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butylcarbamate (page 1 1 , lines 29-33, for example). Therefore combining 5.0% 
iodopropynyl butylcarbamate with 2.0 to 25.0% zinc pyrithione and 2.0 to 15.0% 
2-methyl-4-t-butylamino-6-cyclopropylamino-s-triazine would have been 
reasonably expected to be effective for use in paints, adhesives, etc,. Since the 
combining agents are known to be microbicides, which are individually useful for 
the very same purpose, the single composition is considered prima facie obvious. 
See In re Kerkhoven, 626 F.2d 846, 850, 205 USPQ 1069, 1072 (CCPA 1980). 

One of ordinary skill in the art would have been motivated to combine 
5.0% iodopropynyl butylcarbamate with 2.0 to 25.0% zinc pyrithione, 2.0 to 
15^0% 2-methyl-4-t-butylamino-6-cyclopropylamino-s-triazine, and up to 10% N- 
octylisothiazolone because Wolfgang teaches a microbicidal composition 
comprising 1) 2.0 to 25.0% zinc pyrithione. 2) 2.0 to 15.0% 2-methyl-4-t- 
butylamino-6-cyclopropylamino-s-triazine, and 3) up to 10% N-octylisothiazolone 
(See page 25, claim 4; page 26, claims 6 and 8; page 7, lines 1-13; and page 9, 
lines 34-37; and page 10, lines 1-4, for example), and Wolfgang also teaches 
another microbicidal composition comprising 1) 4.38% 2-methylthio-tert- 
butylamino-6-cyclopropylamino-s-triazine (Irgarol 1051) and 2) 5.0% 
iodopropynyl butylcarbamate (page 1 1 , lines 29-33, for example). Therefore 
combining 5.0% iodopropynyl butylcarbamate with 2.0 to 25.0% zinc pyrithione, 
2.0 to 15.0% 2-methyl-4-t-butylamino-6-cyclopropylamino-s-triazine, and up to 
10% N-octylisothiazolone would have been reasonably expected to be effective 
for use in paints, adhesives, etc. Since the combining agents are known to be 
microbicides, which are individually useful for the very same purpose, the single 
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composition is considered prima facie obvious. See In re Kerkhoven, 626 F.2d 
846, 850, 205 USPQ 1069, 1072 (CCPA 1980). 



Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Felix J. Nepveux whose telephone number is 
(571) 272-8514. The examiner can normally be reached on m-f 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Sreeni Padmanabhan can be reached on (571) 272-0629. 
The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 



Conclusion 



Felix J. Nepveux V 




